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DETAILED ACTION 

Claim Objections 

Claim 1 0 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 9 requires yeast of 
Saccharomyces genus. S. pombe (more correctly termed Sc. pombe) is in the 
Schizosaccharomyces genus. Therefore claim 10 encompasses subject matter 
excluded from parent claim 9. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 4-8, 12, 13, 15-20, 22, 23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Pitcovski et al (Vaccine 21:4736-4743, 2003) (cited in IDS). 
Pitcovski teaches cloning a 1372 bp fragment of IBDV VP2 into a yeast expression 
vector. See pages 4737 and 4739. This 1372 fragment apparently encodes VP2 amino 
acids 1-457 (1372 divided by 3 = 457.333). Pitcovski expresses the sequence in P. 
pastoris, and recovers the protein from the supernatant of cells disrupted by glass 
beads. This is the essentially same procedure followed by applicants on specification 
page 15. Although the reference does not state that empty capsids were assembled, 
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there is good reason to believe that assembled capsids inherently formed, since the 
reference followed essentially the same steps that were shown in the specification to 
result in empty capsids. Therefore, the reference inherently, if not explicitly, teaches 
products and methods that meet the claim limitations. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 3 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pitcovski et al (Vaccine 21 :4736-4743, 2003) (cited in IDS). These claims differ from 
Pitcovski in that the reference teaches a protein with 457 amino acids instead of the 
claimed 456 amino acids. However, the difference of a single amino acid is seen as an 
obvious variation, absent unexpected results. Therefore, the invention as a whole is 
prima facie obvious. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pitcovski et al as applied to claims 7-8 above, and further in view of Jagadish et al 
(Gene 108: 275-279, 1991). These claims differ from Pitcovski in that they are drawn to 
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transformed S. cerevisiae or Sc. pombe yeast, while Pitcovski used transformed P. 
pastoris yeast. However, Jagadish teaches successful expression of IBDV VP2 in S. 
cerevisiae. It would have been within the ordinary skill of the art to use a conventional 
alternative species of yeast for expression of the sequence of Pitcovski, with reasonable 
expectation of success. Therefore, the claimed yeast cells are prima facie obvious, 
absent unexpected results. 

Caston et al (Journal of Virology 75:10815-10828, 2001) (cited in IDS) is cited as 
of interest, in teaching that both 1-516 and 1-456 VP2 spontaneously assemble into 
particles in insect cells. Da Costa et al (Journal of Virology 76:2393-2402, 2002) (cited 
in IDS) is cited as of interest in teaching that natural processing of virion VP2 cleaves off 
C-terminal portions between residues 442 and 516. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary E. Mosher, Ph.D. whose telephone number is 571- 
272-0906. The examiner can normally be reached on varying dates and times; please 
leave a message. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell can be reached on 571-272-0974. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mary E Mosher, Ph.D./ 
Primary Examiner, Art Unit 1648 

10/8/08 



